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THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claim 5 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the 
written description requirement. The claim(s) contains subject matter which was not described 
in the specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventor(s), at the time the application was filed, had possession of the claimed invention. 

Claim 5: Claim 5 has been amended to include the phrase "the alternating period being 
based on a number of data sectors corresponding to the subcode component data prior to the 
alteration. The principle of the alternating period being based on or influenced by the number of 
data sectors in considered new matter in relation to the original disclosure. 

The only portion of the original disclosure that appears to discuss these features is page 
48, lines 14-19, which state the following: 

"As mentioned above the subcode P data is data which toggles every 75/4 seconds 
between the High state and the Low state by counting sectors based on the original data of the 
subcode P data . The period of the toggling is 75/2 seconds. " (emphasis added). 

This statement from the specification indicates that the sectors of original subcode P data 
are counted as part of the toggling process. The period is thus a complete toggling cycling from 
High to Low. However, the specification does not go any further , by suggesting that the toggle 
period is altered, influenced or otherwise derived from the resulting count of sectors. 

In view of these considerations, the features recited above which have been amended into 
claim 5 are considered to be new matter. 
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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (I) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
■ States and was published under Article 21(2) of such treaty in the English language. 

Claims 1-4 are rejected under 35 U.S.C. 102(e) as being anticipated by Kawamura et al. 
(U.S. Patent 6,075,920). 

Claim 1: FIG. 1 of Kawamura et al. discloses a control unit (20) which controls a first 
generating portion (9) which generates time code information. The control unit (20) itself is a 
second generating portion that generates non-time-code information, such as sector number, 
copyright management information, track number, application ID number, application 
information and layer information (see right arrow extending from control unit). The time code 
information and non-time-code information are each components of subcode that are entered into 
a subcode generator (1 1) which outputs subcode. The control unit maintains controls over the 
output of the time code information and non-time-code information, and thus can be read as a 
selecting portion which selects output. The system incorporates first and second commands in a 
number if different respects. First, the table of Fig. 6 incorporates meta data that controls the 
structure of the subcode. The meta data are thus considered to be commands that control the 
structure of the subcode.. Secondly, the control unit also communicates over separate channels 
(see the left and right arrows from control unit) and thus creating separate first and second 
commands. 
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Claim 2: The second generating portion outputs six types of data, and can thus be said to 
comprise a plurality of generating portions. 

Claim 3: See remarks for claim 1. Also note table of FIG. 6, which is a data table in 
memory having separate table locations (memory areas) for metadata (commands) associated 
with the time code data and non-time code data. 

Claim 4: See claims 2-3. 

Remarks 

Applicant's amendments have overcome all previous grounds of rejection under 35 USC 
1 12, second paragraph. 

With respect to claim 1-4. applicant's arguments have been considered, but appear to be 
generic discussions of the content of the claims and the Kawamura et al. reference without 
consideration of the points raised in the office action. For example, applicant states in the 
response at page 8, second paragraph: 

"Applicant does not find disclosure or suggestion by the cited art, however, of automatic 
generation of subcode component data which indicates the time information separately from the 
automatic generation of additional subcode component data which indicates information other 
than the time information. " 

However, both of these features were discussed explicitly in the first office action, with 
the discussion repeated herein. Examiner pointed out that the system of Kawamura et al. had a 
time code generation portion (9) and a second generating portion (20 — also schematically 
illustrated by right most arrows from the control unit) that generates non-time code information. 
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Examiner maintains that all of the features recited in claim 1-4 are fully taught by Kawamura et 
al. 

Claim 5 has been rejected under a new basis of rejection involving 35 USC 112, first 
paragraph. The rejection derives from a suggestion in claim 5 that the alternating period of 
toggling is based on or derived from a number of subcode sectors that existed prior to toggling. 
Examiner has reviewed and discussed a specific section of the specification (page 48, lines 14- 
19) that appear to be most closely related to these features but which do not fully support the 
specific claim language. Accordingly, claim 5 has been rejected under 35 USC 112, first 
paragraph for raising an issue of new matter. 

This office action is made non-final. 

Any inquiry concerning this communication should be directed to Sam Rimell at 
telephone number (703) 306-5626. 

Sam Rimell 
Primary Examiner 
Art Unit 2 175 




